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Response to Amendment 

The rejection of claims 1-12 under 35 U.S.C. 112, second paragraph, is withdrawn. 

The rejection of claims 1, 2 and 10-12 under 35 U.S.C. 102(e) as being anticipated by 
Shustack et al (6,656,990) is withdrawn. 

The rejection of claims under 35 U.S.C. 102(e) as being obvious over Shustack et al 
(6,656,990) in view of JP 09-309923 is withdrawn. The thio (meth)acrylates of formula (1) as 
set forth in the original claims disclosed by J *923 are not longer included in the instant claims. 

Response to Arguments 
Applicant's arguments filed 05-29-2007 have been fully considered but they are not 
persuasive. Applicant argues that the instantly claimed invention can provide unexpectedly 
superior results. This argument is not persuasive for the following reasons. The closest prior art 
is to Shustack et al '990. Shustack et al disclose compositions comprising ultrafme inorganic 
particles and a thioacrylate compound and teach that both the ultrafine inorganic compounds and 
the thioacrylate compounds have high refractive indexes. Comparative examples 1-7 in Table 1 
in the instant specification are riot representative of the disclosure of Shustack et al. Furthermore, 
Shustack et al teach that the disclosed ultrafine inorganic particles provide high refractive index. 
Comparative examples 9 and 10 are not representative of the closest teaching of Shustack et al 
because the acrylate compounds are not thio(meth)acrylate compounds, as taught by Shustack et 
al. Example 8 in Table 1 wherein the composition comprises a thioacrylate compound of one of 
formula (5) taught by J '665 or Example 9 wherein the composition comprises a thioacrylate 
compound of one of formula (6) taught by J '563 do not provide any unexpected results 
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compared with Example 2 in Table 1, which contains a thioacrylate compound representative of 
applicant's formula (4) disclosed by Shustack et al. Example 18 in Table 2 wherein the 
composition comprises a thioacrylate compound of formula (6) taught by J '665 or Example 19 
wherein the composition comprises a thioacrylate of formula (5) taught by J '563 or and set forth 
in the instant claims does not provide any unexpected results compared with Example 20 in 
Table 2, which contains a thioacrylate compound representative of applicant's formula (4) 
disclosed by Shustack et al. 

Claim Objections 

Claims 5 and 10 are objected to because of the following informalities: The claims, in 
line 2, recite "composition... is coated" and then recite "cured with ultraviolet rays has (1) It 
is suggested that "is coated" should read "coated". Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 1, 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shustack 
et al (6,656,990) in view of each of JP 08-295665 or JP 09-132563. Shustack et al disclose 
curable high refractive index compositions comprising metal oxide nanoparticles and a high 
refractive index monomer or oligomer. The oligomers disclosed include a (meth)acrylate 
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functional thioether (column 6, lines 64-66, and column 7, lines 3-20). Compositions comprising 
bis(4-methacryloylthiophenyl)sulfide high refractive index monomer and nanoparticles are 
taught in column 10, lines 10-29, and in the Examples. Shustack et al do not teach each of the 
specific formulae now set forth in claim 1. 

J '665 discloses compositions comprising thio (meth)acrylates that give lenses having 
excellent optical characteristics, high refractive index and excellent scratch resistance. 
Thio(meth)acrylates of formula (1) corresponding to formula (5) in instant claim 1 are taught. 
Photoinitiators are taught in paragraph [0014]. J "665 does not mention fillers or particles. 

J '563 discloses compositions comprising thio (meth)acrylates that give lenses having 
excellent optical characteristics, high refractive index and excellent scratch resistance. 
Thio(meth)acrylates of formula (1) corresponding to formula (6) in instant claim 1 are taught. 
Photoinitiators are taught in paragraph [0017]. J '563 does not mention fillers or particles. 

It would have been obvious to one skilled in the art at the time of the invention to employ 
any of the thio(meth)acrylates taught by J '665 or J'563 instead of or in addition to the high 
refractive index thio(meth)acrylate monomer in the compositions disclosed by Shustack et al. 
One of ordinary skill in the art at the time of the invention would have been motivated by a 
reasonable expectation that the thio(meth)acrylate monomers taught by each of the Japanese 
references would function in the same manner as the thio(meth)acrylate monomer disclosed by 
Shustack et al in the compositions disclosed by Shustack et al. Shustack et al provide motivation 
by teaching use of a high refi-active index thio(meth)acrylate monomer. Each of J '665 and 
J'563 teaches thio(meth)acrylate monomers having high refractive index properties. 
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shustack et al 
(6,656,990) in view of each of JP 08-295665 or JP 09-132563, as applied to claim 2 above, and 
further in view of EP 0 378 895. Shustack et al disclose compositions for making optical devices 
having a high refractive index but do not mention including a (meth)acrylate compound having a 
thiourethane bond. EP '895 discloses polythiourethane (meth)acrylate compounds for preparing 
plastic lenses having a high refractive index and low dispersion of refractive index (page 2, lines 
36-40). EP '895 teaches adding filler (page 6, lines 19-21). 

It would have been obvious to one skilled in the art at the time of the invention to include 
a thiourethane (meth)acrylate, as taught by EP '895, in the compositions disclosed by Shustack et 
al. Shustack et al provide motivation by teaching compositions comprising high refractive index 
oligomers. EP '895 provide motivation by teaching that the disclosed polythiourethane 
(meth)acrylates have a high refractive index. One of ordinary skill in the art at the time of the 
invention would have been motivated by a reasonable expectation of providing useful a optical 
device having a high refractive index, as taught by each of Shustack et al and EP '895. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shustack et al 
(6,656,990), as applied to claim 1 above, and further in view of EP 0 378 895. Shustack et al 
disclose compositions for making optical devices having a high refractive index but do not 
mention including a (meth)acrylate compound having a thiourethane bond. EP '895 discloses 
polythiourethane (meth)acrylate compounds for preparing plastic lenses having a high refractive 
index and low dispersion of refractive index (page 2, lines 36-40). EP '895 teaches adding filler 
(page 6, lines 19-21). 
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It would have been obvious to one skilled in the art at the time of the invention to include 
a thiourethane (meth)acrylate, as taught by EP '895, in the compositions disclosed by Shustack et 
al. Shustack et al provide motivation by teaching compositions comprising high refractive index 
oligomers. EP '895 provide motivation by teaching that the disclosed polythiourethane 
(meth)acrylates have a high refractive index. One of ordinary skill in the art at the time of the 
invention would have been motivated by a reasonable expectation of providing useful a optical 
device having a high refractive index, as taught by each of Shustack et al and EP '895. 

Allowable Subject Matter 
Claims 4-7 and 9 would be allowable if rewritten to include all of the limitations of the 
base claim and any intervening claims. The cited art does not teach adding hydroxy-functional 
(meth)acrylates and p-diketones to the compositions disclosed by Shustack et al. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SB /Susan W Berman/ 

8/19/2007 Primary Examiner 

Art Unit 1711 



